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DETAILED ACTION 

The present Office Action is responsive to the Amendment received on July 14, 2011. 

Preliminary Remark 

The present Office communication contains at least one rejection which is not necessitated 
by the Amendment received on July 20, 201 1, and is therefore made, Non-Final . 



Claim Rejections - 35 USC § 102 

The following is a quotation of die appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in 
the United States before the invention by the applicant for patent or (2) a patent granted on an application for patent 
by another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States and was 
published under Article 21 (2) of such treaty in the English language. 

Claims 1, 3, 5, 6, 13, 16, 17, 19, 20, and 22-24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Calhoun et al. (US 2007/0154983 Al, published July 5, 2007, priority November 20, 
2003). 

The applied reference has a common inventor (James Robert Swartz) with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 
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Calhoun et al. disclose a reaction mixture for cell-free translation of mRNA to produce 
polypeptides, comprising: 

(a) a cell extract ("0.24 volumes of S30 extract", section [0066]); 

(b) mRNA ("combined transcription-translation reaction," which would necessarily have an 
mRNA present in the mixture, section [0066]); 

(c) monomers for the polypeptide to be synthesized ("2 mM each of 20 unlabeled amino 
acids section [0066]); and 

(d) such co-factors, enzymes and other reagents that are necessary for the synthesis (see 
section [0066] and [0067] for the list); and 

(e) an anti-foam agent other than a detergent at a concentration of at least 0.0007%, and not 
more than 0.007% by weight ("[t]o demonstrate the utility of the new glutamate and phosphate 
system, 1 mL jacketed bubble column reactions were performed. Combined transcription and 
translation reaction ... were carried out ... using the Cytomin conditions ... except that the reaction 
was supplemented with 0.007% (v/v) Sigma 0-30 antifoam...was used to control foaming.", section 
[0072]), thereby clearly anticipating claim 16. 

With regard to claims 22-24, since Applicants are using the same reagent (see Table 1, page 
10 of the instant specification), the limitation is assumed to be met. 

With regard to claims 1,13, and 17, Calhoun et al. employ the above reagent mix in an in 
vitro protein synthesis (see section [0072]). 

With regard to claim 3, since transcription and translation is occurring the same system, 
mRNA would necessarily be made from a DNA template. 

With regard to claim 5, the reaction size is 15 (iL (see Table 3). 
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With regard to claim 6, since Calhoun et al. employ the same reagent as that of the instant 
claims, the yield is deemed to be identical. 

With regard to claims 19 and 20, the artisans disclose that the method was conducted in 
bubble column reactions (section [0072]). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this tide, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being obvious over Calhoun et al. (US 
2007/0154983 Al, published July 5, 2007, priority November 20, 2003). 

The applied reference has a common inventor (James Robert Swartz) with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not an invention "by another"; (2) a 
showing of a date of invention for the claimed subject matter of the application which corresponds 
to subject matter disclosed but not claimed in the reference, prior to the effective U.S. filing date of 
the reference under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
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accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing that the 
reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 103(a). See 
MPEP § 706.02(1) (1) and § 706.02(L)(2). 

The teachings of Calhoun et al. have already been discussed above. 

The artisans do not explicitly disclose that the reaction mixture volume should be greater 
than 100 jul (claim 18). 

It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to apply die teachings of Calhoun et al. with the knowledge and practice of the 
art, so as to arrive at the invention as claimed because Calhoun et al. already provided for a method 
of in vitro transcription reaction with improved protein yield wherein the method employs the use of 
an antifoaming agent. Having provided with such teachings, one of ordinary skill in the art would 
have been motivated to determine the optimal reaction conditions, including the volume of the 
reaction for optimizing the protein yield conditions, the determination of which would have required 
routine optimization. 

Therefore, the invention as claimed is deemed prima jade obvious over the cited reference. 

Conclusion 

No claims are allowed. 

Inquiries 

Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Young J. Kim whose telephone number is (571) 272-0785. The Examiner is 
on flex-time schedule and can best be reached from 6:00 a.m. to 2:30 p.m (M-F). The Examiner can 
also be reached via e-mail to Young.Kim@uspto.gov. However, the office cannot guarantee 
security through the e-mail system nor should official papers be transmitted through this route. 
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's supervisor, 
Gary Benzion, can be reached at (571) 272-0782. 

Papers related to this application may be submitted to Art Unit 1 637 by facsimile 
transmission. The faxing of such papers must conform with the notice published in the Official 
Gazette, 1156 OG 61 (November 16, 1993) and 1157 OG 94 (December 28, 1993) (see 37 CFR 
1.6(d)). NOTE: If applicant does submit a paper by FAX, the original copy should be retained by 
applicant or applicant's representative. NO DUPLICATE COPIES SHOULD BE SUBMITTED, 
so as to avoid the processing of duplicate papers in the Office. All official documents must be sent 
to the Official Tech Center Fax number: (571) 273-8300. For Unofficial documents, faxes can be 
sent directly to the Examiner at (571) 273-0785. Any inquiry of a general nature or relating to the 
status of this application should be directed to the Group receptionist whose telephone number is 
(571) 272-1600. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Young J. Kim/ 
Primary Examiner 
Art Unit 1637 
10/7/2011 
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